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UNITED STATES PATENT AND TRADEMARK OFFICE (USPTO)
OFFICE ACTION (OFFICIAL LETTER) ABOUT APPLICANT’S TRADEMARK APPLICATION

 
U.S. APPLICATION SERIAL NO.  79108849
 
MARK: ICT
 

 
        

*79108849*
CORRESPONDENT ADDRESS:
       RAYMOND RUNDELLI
       CALFEE HALTER & GRISWOLD LLP
       THE CALFEE BUILDING   1405 EAST SIXTH ST
       REET
       CLEVELAND, OH 44114-1607

 
CLICK HERE TO RESPOND TO THIS
LETTER:
http://www.uspto.gov/trademarks/teas/response_forms.jsp

 
VIEW YOUR APPLICATION FILE

 
APPLICANT: Koninklijke Philips N.V.
 

 
 

CORRESPONDENT’S REFERENCE/DOCKET NO :
  
       30961/04099
CORRESPONDENT E-MAIL ADDRESS: 
       ipdocket@calfee.com

 

 
 

OFFICE ACTION
 

STRICT DEADLINE TO RESPOND TO THIS LETTER
 

../OOA0037.jpg
../OOA0038.jpg
../OOA0039.jpg
../OOA0040.jpg
../OOA0041.jpg
../OOA0042.jpg
../OOA0043.jpg
../OOA0044.jpg
../OOA0045.jpg
../OOA0046.jpg
../OOA0047.jpg
../OOA0048.jpg
../OOA0049.jpg
../OOA0050.jpg
../OOA0051.jpg
../OOA0052.jpg
../OOA0053.jpg
../OOA0054.jpg
http://www.uspto.gov/trademarks/teas/response_forms.jsp
http://tsdr.uspto.gov/#caseNumber=79108849&caseType=SERIAL_NO&searchType=documentSearch


ISSUE/MAILING DATE: 5/3/2015
 
THIS IS A FINAL ACTION.
 
INTERNATIONAL REGISTRATION NO. 1105916
 
On March 27, 2015, the TTAB remanded this matter so that additional evidence could be entered into the
record and so that uncertainty arising from inclusion of the six-month response clause in the previous
Final Office action could be corrected.  Upon entry of this Office action, this application will be returned
to the Board and action on the appeal with be resumed.
 
Trademark Act Section 2(e)(1) Refusal – Mere Descriptiveness – FINAL Refusal:

 
Registration is refused because the applied-for mark merely describes a feature, ingredient, characteristic,
purpose, or function of applicant’s goods and/or services.   Trademark Act Section 2(e)(1), 15 U.S.C.
§1052(e)(1); see TMEP §§1209.01(b), 1209.03 et seq.  This refusal is now made FINAL.
 
Full details regarding this refusal were contained in the Final Office action of February 27, 2015.  In
addition to the evidence contained in the Office action of February 27, 2015, applicant should also note
the additional attached evidence from Google Books, the American Association of Neurological Surgeons,
Injuryjournal.com, Lacrossetribune.com, medicaldevice-network.com, Sacred Heart Hospital, The
Advisory Board Company, Imris.com, and several academic journal articles, which further support the
refusal.
 
Section 2(e)(1) – Deceptively Misdescriptive – FINAL Refusal:

 
In the alternative, registration is refused because the applied-for mark is deceptively misdescriptive of
applicant’s goods.   Trademark Act Section 2(e)(1), 15 U.S.C. §1052(e)(1); see TMEP §1209.04.  This
refusal is now made FINAL.
 
Full details regarding this refusal were contained in the Final Office action of February 27, 2015.  In
addition to the evidence contained in the Office action of February 27, 2015, applicant should also note
the additional evidence attached hereto.
Identification Amendment to Overcome Refusal:
If the goods are not ICT devices, applicant can amend the identification of goods to state this fact, and the
descriptiveness refusal will be withdrawn.  Applicant may adopt the following identification of goods, if
accurate:

Medical imaging apparatus, excluding Intraoperative Computed Tomography (ICT) apparatus
and apparatus for intraoperative use.

In addition, if the identification is amended in this way the information requirement and alternative
misdescriptiveness refusal will be withdrawn.
Section 2(f) Claim Unacceptable:
As explained in the previous Office actions, applicant has asserted acquired distinctiveness based on five
years’ use in commerce and on additional submitted evidence; however, such evidence is not sufficient to
show acquired distinctiveness because applicant’s mark is of a highly descriptive nature. See 15 U.S.C.
§1052(e)(1), (f); In re MetPath, Inc., 1 USPQ2d 1750, 1751-52 (TTAB 1986); TMEP §1212.04(a).
Additional evidence is needed.
Applicant should also note that in addition to being merely descriptive, the applied-for mark appears to be
generic in connection with the identified goods and, therefore, incapable of functioning as a source-



identifier for applicant’s goods. In re Gould Paper Corp., 834 F.2d 1017, 5 USPQ2d 1110 (Fed. Cir.
1987); In re Pennzoil Prods. Co., 20 USPQ2d 1753 (TTAB 1991); see TMEP §§1209.01(c) et seq.,
1209.02(a).
FINAL Information Requirement:
Applicant must provide the following information and documentation regarding the applied-for mark:
(1) A written statement as to whether any of the technology used in the goods that this trademark
concerns, and that is, was, or could be used intraoperatively, is or has been the subject of a patent or
patent application, including expired patents and abandoned patent applications. Applicant must also
provide copies of the patents and/or patent application documentation; and
(2) A written statement as to whether any of the technology used in the goods that this trademark
concerns, and that is, was, or could be used intraoperatively, is or has been the subject of a patent or
patent application, including expired patents and abandoned patent applications, by anyone other than
applicant. Applicant also must provide copies of the patents and/or patent application documentation.;
See 37 C.F.R. §2.61(b); In re AOP LLC, 107 USPQ2d 1644, 1650-51 (TTAB 2013); In re Cheezwhse.com,
Inc., 85 USPQ2d 1917, 1919 (TTAB 2008); In re Planalytics, Inc., 70 USPQ2d 1453, 1457-58 (TTAB
2004); TMEP §§814, 1402.01(e).
Failure to comply with a request for information can be grounds for refusing registration. In re AOP LLC,
107 USPQ2d 1644, 1651 (TTAB 2013); In re DTI P’ship LLP , 67 USPQ2d 1699, 1701-02 (TTAB 2003);
TMEP §814. Merely stating that information about the goods or services is available on applicant’s
website is an inappropriate response to a request for additional information and is insufficient to make the
relevant information of record. See In re Planalytics, Inc., 70 USPQ2d 1453, 1457-58 (TTAB 2004).
This requirement is now made FINAL.
 
 
 
If applicant has questions regarding this Office action, please telephone or e-mail the assigned trademark
examining attorney.  All relevant e-mail communications will be placed in the official application record. 
Although the trademark examining attorney may provide additional explanation pertaining to the
refusal(s) and/or requirement(s) in this Office action, the trademark examining attorney may not provide
legal advice or statements about applicant’s rights.   See TMEP §§705.02, 709.06.
 
 
 

/James MacFarlane/
Examining Attorney
Law Office 104
(571) 270-1512 (phone)
(571) 270-2512 (fax)
james.macfarlane@uspto.gov

 
TO RESPOND TO THIS LETTER (if a response is due):  Go to
http://www.uspto.gov/trademarks/teas/response_forms.jsp.  Please wait 48-72 hours from the issue/mailing date
before using the Trademark Electronic Application System (TEAS), to allow for necessary system updates
of the application.  For technical assistance with online forms, e-mail TEAS@uspto.gov.  For questions
about the Office action itself, please contact the assigned trademark examining attorney.  E-mail
communications will not be accepted as responses to Office actions; therefore, do not respond to this
Office action by e-mail.
 
All informal e-mail communications relevant to this application will be placed in the official

http://www.uspto.gov/trademarks/teas/response_forms.jsp
mailto:TEAS@uspto.gov


application record.
 
WHO MUST SIGN THE RESPONSE:  It must be personally signed by an individual applicant or
someone with legal authority to bind an applicant (i.e., a corporate officer, a general partner, all joint
applicants).  If an applicant is represented by an attorney, the attorney must sign the response. 
 
PERIODICALLY CHECK THE STATUS OF THE APPLICATION:  To ensure that applicant does
not miss crucial deadlines or official notices, check the status of the application every three to four months
using the Trademark Status and Document Retrieval (TSDR) system at http://tsdr.uspto.gov/.  Please keep
a copy of the TSDR status screen.  If the status shows no change for more than six months, contact the
Trademark Assistance Center by e-mail at TrademarkAssistanceCenter@uspto.gov or call 1-800-786-
9199.  For more information on checking status, see http://www.uspto.gov/trademarks/process/status/.
 
TO UPDATE CORRESPONDENCE/E-MAIL ADDRESS:  Use the TEAS form at
http://www.uspto.gov/trademarks/teas/correspondence.jsp.
 
 

http://tsdr.uspto.gov/
mailto:TrademarkAssistanceCenter@uspto.gov
http://www.uspto.gov/trademarks/process/status/
http://www.uspto.gov/trademarks/teas/correspondence.jsp












































































































To: Koninklijke Philips N.V. (ipdocket@calfee.com)

Subject: U.S. TRADEMARK APPLICATION NO. 79108849 - ICT - 30961/04099

Sent: 5/3/2015 4:32:00 PM

Sent As: ECOM104@USPTO.GOV

Attachments:

UNITED STATES PATENT AND TRADEMARK OFFICE (USPTO)
 
 

IMPORTANT NOTICE REGARDING YOUR
U.S. TRADEMARK APPLICATION

 
USPTO OFFICE ACTION (OFFICIAL LETTER) HAS ISSUED
ON 5/3/2015 FOR U.S. APPLICATION SERIAL NO. 79108849

 
Please follow the instructions below:
 
(1)  TO READ THE LETTER:  Click on this link or go to http://tsdr.uspto.gov, enter the U.S.
application serial number, and click on “Documents.”
 
The Office action may not be immediately viewable, to allow for necessary system updates of the
application, but will be available within 24 hours of this e-mail notification.
 
(2)  TIMELY RESPONSE IS REQUIRED:  Please carefully review the Office action to determine (1)
how to respond, and (2) the applicable response time period.  Your response deadline will be calculated
from 5/3/2015 (or sooner if specified in the Office action).  For information regarding response time
periods, see http://www.uspto.gov/trademarks/process/status/responsetime.jsp.
 
Do NOT hit “Reply” to this e-mail notification, or otherwise e-mail your response because the
USPTO does NOT accept e-mails as responses to Office actions.  Instead, the USPTO recommends that
you respond online using the Trademark Electronic Application System (TEAS) response form located at
http://www.uspto.gov/trademarks/teas/response_forms.jsp.
 
(3)  QUESTIONS:  For questions about the contents of the Office action itself, please contact the
assigned trademark examining attorney.  For technical assistance in accessing or viewing the Office action
in the Trademark Status and Document Retrieval (TSDR) system, please e-mail TSDR@uspto.gov.

 
WARNING

 
Failure to file the required response by the applicable response deadline will result in the
ABANDONMENT of your application.  For more information regarding abandonment, see

mailto:ipdocket@calfee.com
http://tsdr.uspto.gov/view.action?sn=79108849&type=OOA&date=20150503#tdrlink
http://tsdr.uspto.gov/
http://www.uspto.gov/trademarks/process/status/responsetime.jsp
http://www.uspto.gov/trademarks/teas/response_forms.jsp
mailto:TSDR@uspto.gov


http://www.uspto.gov/trademarks/basics/abandon.jsp.
 
PRIVATE COMPANY SOLICITATIONS REGARDING YOUR APPLICATION:  Private
companies not associated with the USPTO are using information provided in trademark applications to
mail or e-mail trademark-related solicitations.  These companies often use names that closely resemble the
USPTO and their solicitations may look like an official government document.  Many solicitations require
that you pay “fees.”  
 
Please carefully review all correspondence you receive regarding this application to make sure that you are
responding to an official document from the USPTO rather than a private company solicitation.  All
official USPTO correspondence will be mailed only from the “United States Patent and Trademark
Office” in Alexandria, VA; or sent by e-mail from the domain “@uspto.gov.”   For more information on
how to handle private company solicitations, see
http://www.uspto.gov/trademarks/solicitation_warnings.jsp.
 
 

http://www.uspto.gov/trademarks/basics/abandon.jsp
http://www.uspto.gov/trademarks/solicitation_warnings.jsp
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